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RECENT AMERICAN DECISIONS. 

Supreme Court of New York. 
LOUIS E. HOWARD et al. v. JOSEPH PARK, Jr., et al. 

A trade name of a firm is property, and no other persons, without the firm's con- 
sent, and not haying the same name, can use it in trade to the disadvantage or injury 
of such firm. 

Such trade name may be assigned to a successor firm, which thereby obtains th« 
same rights in said name as its predecessor had. 

A dealer in a commodity identical in manufacture and character with that dealt 
in by such firm and its successor, will be enjoined from the sale of such commod- 
ity in a wrapper countersigned with such trade name without authority, even though 
the dealer purchased the commodity from the original manufacturers, who were 
authorized to aflix the trade name to such of their products as were designed for 
such firm. 

Appeal from a judgment dismissing the complaint recovered 
upon trial at special term. The facts are sufficiently stated in the 
opinion. 

Joseph H. Qhoate and Frederic W. ffinrichs, for appellants. 

Stephen A. Walker, for respondents. 

The opinion of the court was delivered by 

Daniels, J. — The plaintiffs, as the successors of the firm of 
Howard, Sanger & Co., have prosecuted this action to restrain the 
defendants from selling Low's Brown Windsor Soap in packages 
countersigned with the firm name of Howard, Sanger & Co. The 
last named firm on the 15th day of March 1878, entered into an 
agreement with Low, Son & Haydon, of London, in England, for 
the sale of their soap. The agreement by its terms was to extend 
to the 1st of April 1881, and it included all the soap of the man- 
ufacturers which should be sold in the United States ; and when 
it should be supplied for sale the wrapper containing it was to be 
countersigned with the name of "Howard, Sanger & Co." At 
the time when this firm of Howard, Sanger & Co. went out of 
business three of its members retired, while the plaintiffs, who were 
also members of that firm, formed a new copartnership for the con- 
tinuance of the business. This new firm bought out its predecessors, 
including in the purchase the right to use the name of the old firm 
and continue the contracts entered into by it, and particularly 
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that made with Low, Son & Haydon. This purchase operated as 
an assignment of the contract to the plaintiffs with the right to 
use the name of the prior firm by countersigning the packages 
of soap in controversy ; and, as that was shortly afterward prac- 
tically acquiesced in by the manufacturers of the soap, it was 
sufficient to entitle the plaintiffs to the exclusive right to use the 
name of the firm of Howard, Sanger & Co. in connection with 
the sale of this manufacture of soap in the United States. For 
rights of this nature have been held to be transferable by assign- 
ment : Congress, $c, Spring Co. v. High Rock Congress Spring 
Co., 45 N. Y. 291, 302 ; McLean v. Fleming, 96 U. S. 245, 
249; Kidd v. Johnson, 100 Id. 617; Huwer v. Dannenhoffer, 
82 N. Y. 499, 502. 

The plaintiffs in this manner having become entitled to use the 
name of this preceding firm for the purpose of countersigning the 
wrappers in which the soap was to be put, stand substantially in 
the same position as the preceding firm itself did. That firm was 
the exclusive owner of this name. It had a property in it, which 
no other persons without its consent, not having the same names, 
could either deprive it of or use in trade to the disadvantage or 
injury of the firm whose name it was. It was an element of pro- 
perty, inasmuch as it became identified with its trade, which it 
was entitled exclusively to use and enjoy as long as no other con- 
cern having the same name appeared to challenge that exclusive 
right; Phelan v. CoUender, 6 Hun 244 \ Devlin v. Devlin, 69 
N. Y. 212 ; Bell v. Locke, 8 Paige 75 ; Meneely v. Meneely, 62 
N. Y. 427. This name, as it had been used, had become iden- 
tified with the sales of this soap in the United States. The trade 
was shown to have been an extensive one, valuable in its results to 
the parties through whose agency it was carried on. And while, 
by the terms of the agreement made with the manufacturers, it 
was to be placed upon all the packages of this soap sent into the 
United States, the general stipulation on the subject was not 
intended to include soap sold or sent to other dealers. For by the 
other terms and provisions contained in the contract it appears to 
have been clearly contemplated that these packets should all find 
their way into the hands of dealers in the United States only 
through the agency of this firm of Howard, Sanger & Co. By 
the other provisions in the contract this firm was constituted and 
appointed the sole agents of the manufacturers for the sale of their 



646 HOWABD v. BAEK. 

soap here, and it was to identify and confine the sale of such soap to 
that agency that the packets were to be countersigned with its 
name. 

Under these provisions the manufacturers of the soap acquired 
no authority to place the name of its agency in the United States 
upon packets of soap not sent to that agency under the terms of 
the agreement. No license to use the name in any way differing 
from that was contemplated by the terms of the instrument executed 
by the parties. But the agreement, on the other hand, was that 
the firm of Howard, Sanger & Co. should be constituted the sole 
agents of the manufacturers for the sale of their soap in the United 
States, and that the soap put up for that purpose should be counter- 
signed in their name. No right or license to use this name for 
any other purpose whatever was acquired under the agreement, by 
the manufacturers ; and consequently, the firm of Howard, Sanger 
& Co. still continued, after the agreement was made, entitled to 
all their proprietary rights in this matter, and by the transfer of 
its business to the plaintiffs in this case, the latter succeeded to the 
same rights. 

It was shown by the evidence in the case that the defendants 
received the soap offered for sale and sold by them, through an 
agent acting in their behalf, directly from the manufacturers. 
When it was delivered to them, the packages were countersigned 
with the name of Howard, Sanger & Co. in precisely the same 
manner as that which was sent directly to the manufacturers' agents. 
While the manufacturers were at liberty to violate the terms of the 
contract with their agent, and sell the soap manufactured by them 
to other persons dealing with them, they had no authority to 
countersign the packages in this manner. For that not only 
involved the violation of the terms and spirit of the contract, but 
in addition to that a misappropriation Of the firm name of the 
agency. The soap which passed into the hands of the defendants 
was the property of the manufacturers, and they could sell and 
transfer the title to it to any person dealing with them, for, by the 
agreement which they had made, they had not divested themselves 
of their title to such portions of their property. To that extent 
their rights are entirely different from those affecting the firm name 
of the agency. While as incidental to their right of property in 
the soap, they could sell and transfer it to whomsoever they chose, 
they manifestly could not do so with this name, for they had no 



HOWARD v. PARK. 647 

such right, title or interest in it. That, on the contrary, continued 
to be the property of the agents, and inasmuch as the manufac- 
turers had no other control over it than to place it upon packages 
of the soap sent to this agency, they could not lawfully place it 
upon packages of soap sold or delivered to other dealers. To that 
extent, therefore, the proprietary rights secured to the plaintiffs 
were violated in the delivery of the packages of soap sold to the 
defendants, and to restrain such a violation is one of the proper 
offices of an injunction. 

At the time when the defendants commenced their purchases 
of soap from these manufacturers, they appear to have been guided 
by no improper motives whatever in doing so, and, as the name 
of Howard, Sanger & Co. was upon packages as they came from 
the hands of the manufacturers, they were right in supposing that 
it had been used with authority in that manner, and so, because 
they dealt in the article under that conviction, no just complaint 
could be made of their conduct. But on the 8th day of De- 
cember 1879, the plaintiffs' exclusive right to the use of this 
name was brought to the attention of the defendants, and after 
they had been so notified of the facts it became their duty to 
desist from selling the soap countersigned with the name of this 
agency. 

The information which was then given to them was a sufficient 
disclosure of the facts to render them chargeable with knowledge 
of the terms of the contract under which this exclusive agency 
had been formed. For it had been made their duty to inquire 
what were the terms of the agreement that had been made, if they 
desired further information upon this subject. And their failure to 
make the inquiry here subjects them to all the responsibilities 
arising from the acquisition of such knowledge as would have been 
obtained if the inquiry had actually been made. From the time 
such notice was received, the defendants consequently had no right 
to use this soap with the name of Howard, Sanger & Co. upon the 
package. 

And to the extent of restraining the use of that name in the 
sale made of the soap by the defendants, the action ought to have 
been sustained. But as to the right of the defendants to purchase 
this soap of Low, Son & Haydon, and make sales of it in the 
United States, the case stands upon a different footing. For the 
soap itself was still the property of the manufacturers, notwith- 
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standing the agreement which they had made, and it was, therefore, 
capable of being sold by them and the title to it transferred to the 
defendants. For that reason the latter had the right to sell it 
again notwithstanding the fact that the manufacturers in selling 
it to them had violated the terms of their agreement made with 
Howard, Sanger & Co. The plaintiffs were not entitled, therefore, 
to restrain the defendants from either purchasing the soap from 
these manufacturers or selling it again in the course of their busi- 
ness; neither could they be required to surrender the wrappers in 
which the soap had been packed. All that they should have been 
prohibited from doing was the sale of the soap in the wrappers in 
which it was placed, with the name of Howard, Sanger & Co. upon 
them. That under the circumstances they have no right to do, 
for the reason that it violated the plaintiff's property in that name. 
By the erasure of that name from the packages, and the sale of 
the soap in that manner, no propriety right of the plaintiffs will be 
violated. And to that extent the defendants are entitled to make 
this soap an article of traffic in their business. 

The facts that have been found will probably require no farther 
trial of this action for the purpose of determining the rights of the 
parties. But for the purpose of protecting these rights, the judg- 
ment which has been recovered should be reversed, and a judgment 
directed for the purpose of enjoining and prohibiting the sale of 
this soap by the defendants with the name of Howard, Sanger & 
Co. upon the packages. And as that is much less than the plain- 
tiffs themselves have claimed during the progress of this litigation, 
and it is all that they appear to be entitled to, the judgment should 
be without costs to either party. 

No question of registration appears to must fall, aB being roid for want of con- 
have been raised in this case, probably stitutional authority." See 20 Am. Law 
because according to the Act of Congress Reg. 305. 

(March 3d 1881) sect. 3, "no alleged The Act of March 3d 1881 avoids the 
trademark which is merely the name of rock upon which the first and only at- 
the applicant shall be registered." All tempt to regulate the right of trademarks, 
previous congressional legislation on the viz., the Act of 1870, was wrecked, 
subject of the registration of trademarks, That act had assumed to grant protec- 
to wit, the Acts of 1870 and 1876, was tion, by the registration of a trademark, 
declared by the Supreme Court of the to anybody in the United States, and 
United States in United States v. Steffens, anybody in any foreign country which 
100 U. S. 82, to be unconstitutional, and permits the like ; and the remedies pro- 
according to the decision of the court upon vided when the right of the owner of the 
that occasion, "the whole legislation trademark is infringed are not confined 
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to the case of a trademark used in for- 
eign or inter-state commerce or commerce 
with the Indian tribes, but the words are 
sufficiently comprehensive to embrace 
commerce or traffic between citizens of 
the same state, which is beyond the 
power of Congress and an invasion of 
state rights. 

The Act of 1881 enacts that "owners 
of trademarks used in commerce with 
foreign nations, or with the Indian 
tribes," &c, "may obtain registration 
of such trademarks by complying with 
the following requirements," &c. Thus 
the question of commerce between own- 
ers of trademarks in the same state is 
judiciously avoided, and even the regis- 
tration of trademarks used in inter-state 
commerce is not provided for. By the 
4th section it is provided that certificates 
of such registration shall be evidence in 
any suit in which such trademarks shall 
oe brought in controversy, and further, 
that copies of trademarks and of state- 
ments and declarations filed therewith 
shall be received as evidence in any such 
suit, but there is no attempt to make such 
registration obligatory. The owners 
must, however, either be " domiciled in 
the United States or located in any for- 
eign country, or tribes which by treaty, 
convention or law, affords similar priv- 
ileges to citizens of the United States." 
By sect. 7, the "registration of a trade- 
mark shall be prima facie evidence of 
ownership," and counterfeiting or 
wrongfully using a registered trademark 
shall render the aggressor liable to an 
action for damages and to a suit in 
equity to enjoin from the wrongful use 
of such trademark used in foreign com- 
merce, &c. , and to recover compensation 
therefor, and the courts of the United 
States shall have original and appellate 
jurisdiction in such cases. But by sect. 
10, " nothing in this act shall prevent, 
lessen or impeach any remedy at law or 
in equity which any party aggrieved by 
any wrongful use of any trademark 
might have had if the provisions of this 
Vol. XXX.— 82 



act had not been passed." In other 
words the common-law remedies remain 
intact, and the common-law right to a 
trademark is in itself inalienable. See 
20 Am. Law Reg. (N. S.) 313. 

A trade name is in the case before us 
acknowledged to be a trademark although 
the Act of 1881 does not permit of its 
registration, and such trade name may 
be assigned to a successor who thereby 
obtains the same rights as his predecessor 
had, but no other person not having the 
same name can use it in trade to the dis- 
advantage or injury of the original owner 
or his assignee. But further, this case 
has decided that a dealer in a commodity 
identical in manufacture and character, 
and even obtained from the same manu- 
facturer, will be enjoined from the sale 
of such commodity countersigned with- 
out authority with such trade name, in 
an action brought by the successor of the 
original proprietor. And this though 
such dealer purchased said commodity 
bearing such countersign in good faith 
from the manufacturer who was author- 
ized to affix the trade name to such pro- 
ducts as were designed exclusively for 
said proprietor and his successor. And 
lastly, the violation by the manufacturers 
of their contract with the assignees and 
their predecessors, although the said man- 
ufacturers transferred a good title in the 
article to the defendants, and the latter 
could not be restrained from selling the 
article itself, would, nevertheless, enti- 
tle the plaintiffs to a perpetual injunction 
against the defendants restraining them 
from selling the said manufactured article 
in packages bearing the trade name of 
its original owner or his successor, espe- 
cially after they had been notified of the 
facts, notwithstanding the bona fdes of 
the defendants in their original transac- 
tion with the manufacturers. As Mr. 
Upton observes, a trademark consists of 
" a right of property in a mere name, fig- 
ure, letter-mark, device or symbol, when 
used as a designation of a thing." It 
exists " at common law, independent of 
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all statute provisions which (recognising 
its existence and the great importance 
of its protection beyond that afforded it 
by courts of civil jurisdiction) inflict the 
penalties of a misdemeanor upon its vio- 
lation :" Upton's Treatise on the Law 
of Trademarks, pp. 14, 15. 

Whilst on the subject of the use of a 
trade name as a trademark it may not be 
amiss to refer to a case recently decided 
in England, in which a family name as 
affixed to a particular secret manufacture 
became matter of litigation. The case 
referred to is that of the Singer Manu- 
facturing Co. v. Loog, 44 L. T. R. 888, 
being an appeal by defendant from the 
judgment of Bacon, V. C, Dec. 14th 
1880. 

The plaintiffs were a company incor- 
porated by the legislature of the state of 
New Jersey, U. S., under the above 
style, with a factory in Glasgow, and 
they claimed, as successors in the busi- 
ness to the firm of Singer & Co., to be 
entitled to all such interest in and bene- 
fit of the name of Singer as their prede- 
cessors in the business were entitled to. 
In an action to restrain the use by the 
defendant of the plaintiffs' trade name, 
the issues were whether the name was a 
designation of machines of the plaintiffs' 
manufacture, or of machines of a partic- 
ular kind of construction ; whether the 
defendant had used the name for the pur- 
pose of appropriating the reputation ac- 
quired by machines manufactured by the 
plaintiffs' company or not ; and whether 
the defendant had, by using the name, 
induced purchasers to believe they were 
buying machines manufactured by the 
plaintiffs' company. Defendant, who 
sold (as wholesale agent in London of a 
company in Berlin) to persons in the 
trade only, described his machines in his 
circulars and price lists as machines 
manufactured on the "Singer" system, 
or the " Singer improved system," and 
by his statement of defence alleged, that 
as the plaintiffs' patent had long since 
lapsed, they were not entitled to any 



monopoly of the right of advertising or 
selling machines manufactured on what 
was known in the trade as the " Singer 
System." Held (reversing the decision 
of Bacon, V. C), that the plaintiffs' 
company had no exclusive right to se 
the word "Singer," as applied to sewing- 
machines, and that there was nothing is 
the defendant's circular, price-lists and 
invoices calculated to deceive and induce 
purchasers to believe they were buying 
machines manufactured by the plaintiffs. 
James, Cotton and Lvjsh, L. JJ., were 
unanimous in overruling the injunction 
granted by Bacon, V. C. At the same 
time it is only right to remark that they 
none -f them treated the word ' ' Singer" 
as a trademark, but simply as descriptive 
of the kind of machine by whomsoever 
made. Indeed the plaintiffs had a sep- 
arate trademark of metal containing the 
word "Singer," with a device which the 
defendant had to some extent imitated, 
but abandoned it at an eaily stage of 
the suit and undertook never to use it 
again. 

In the " Singer" Machine Manufac- 
turers v. William Newton Wilson, L. 
R.. 2 Ch. Div. 434, it was held, in effect, 
on appeal, affirming the decree of the 
Master of the Rolls dismissing the bill, 
that "when a manufacturer A. (Sin- 
ger) has acquired a reputation in the 
market, so that the goods made by him 
are commonly known by his name, but 
is not possessed of any patent, a rival 
manufacturer B. (Wilson) being enti- 
tled to imitate his goods, is entitled 
also, provided that he does not place 
his name on his own goods, to ad- 
vertise his goods and offer them for sale 
by the name of A. (Singer), if he takes 
care to state clearly at the same time 
that the goods which he sells are manu- 
factured by himself:" James, Melijsh 
and Baggallat, L. JJ. That case 
was subsequently reversed in the House 
of Lords (1877), but without prejudice 
to any question in the case, in the event 
of further evidence being given, which 
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was thereby authorized : 3 Appeal Cases 
376. The Singer company claimed the 
name ' ' Singer' ' as a trademark, and the 
House adjudged that fraud was not 
necessary to be averred or proved in 
order to obtain protection for a trade- 
mark ; but that if the defendant's adver- 
tisements were calculated to mislead an 
unwary purchaser into the belief that he 
was purchasing machines manufactured 
and sold by the plaintiffs, then the plain- 
tiff's were prima facie entitled to an in- 
junction, although there was not actual 
intent to deceive. 

The English cases are numerous to the 
same effect and date from an early period 
to the present time. In Singleton v. Bol- 
ton, 3 Doug. 293, Lord Mansfield 
said, "If the defendant had sold a med- 
icine of his own under the plaintiff's 
name or mark, that would be a fraud for 
which an action would lie. But here 
both plaintiff and defendant used the 
name of the original inventor, and no 
evidence was given of the defendant hav- 
ing sold it as if prepared by the plain- 
tiff. The only other ground on which 
the action could be maintained was 
that of the property in the plaintiff, 
which was not pretended, there being 
no patent, nor any letters of admin- 
istration." In this case there was no 
evidence of the plaintiff's exclusive right 
to the name "Dr. Johnson's Yellow 
Ointment," or the mark which both 
plaintiff and defendant used alike. 

In Carnhamv. Jones, 2 Ves. & B. 218, 
Plumer, V. C, said, "The bill pro- 
ceeds upon an erroneous notion of exclu- 
sive property now subsisting in this med- 
icine which Swainson (the original pur- 
chaser of the recipe) had a right to 
dispose of by will, and, as it is con- 
tended, to give to the plaintiff the exclu- 
sive right of sale. If this claim of 
monopoly can be maintained, without 
any limitation of time, it is a much bet- 
ter right than that of a patent. " * * * 
The vice chancellor concluded thus : 
" The defendant does not hold himself 



out as the representative of Swainson, 
setting up a right in that character to 
the medicine purchased by him, but 
merely represents that he sells, not the 
plaintiff's medicine, but one of as good 
a quality. He is perfectly at liberty to 
do so. If any exclusive right in this 
medicine ever existed it has long sii ce 
expired." And yet in this case both 
plaintiff and defendant used the same 
name to designate the medicine, viz.: 
"Nelm's Vegetable Syrup," and the 
defendant represented that his med- 
icine was precisely the same as that 
made and sold by the late Mr. Swain- 
son. 

In Leather Cloth Co.v. American Leather 
Cloth Co., 11 Jur. (N. S.) 513, Lord 
Cranworth, inter alia, said, "Difficul- 
ties however may arise where the trade- 
mark consists merely of the name of the 
manufacturer. When he dies those who 
succeed him (grandchildren or married 
daughters, for instance) though they may 
not bear the same name, yet ordinarily 
continue to use the original name as a 
trademark ; and they would be protected 
against any infringement of the exclusive 
right to that mark. They would be so 
protected because, according to the ways 
of the trade, they would be understood 
as meaning no more by the use of their 
grandfather's or father's name than that 
they were carrying on the manufacture 
formerly carried on by him. Nor would 
the case be necessarily different, if, in- 
stead of passing into other hands by de- 
volution of law, the manufactory were 
sold and assigned to a purchaser. The 
question in every such case must be whe- 
ther the purchaser, in continuing the 
use of the original trademark, would, 
according to the ordinary usages of the 
trade, be understood as saying more 
than that he was carrying on the same 
business as had been formerly carried on 
by the person whose name constituted 
the trademark." 

This appears to define tersely and lu- 
cidly the object of such a trademark and 
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the amount of protection to which it is 
entitled. 

In Burgess v. Burgess, 17 Jur. 292, 
the plaintiff and defendant were both 
of the same name, and indeed were 
father and son. The question of a trade- 
name as a trademark could scarcely be 
said to be at issue. They both sold a 
fish sauce under the name of "Bur- 
gess's Essence of Anchovies, " which de- 
scription had been originally adopted by 
the father of the plaintiff and grand- 
father of the defendant. In giving the 
opinion of the Court of Appeal, the 
vice chancellor having refused an injunc- 
tion and the appeal therefrom being dis- 
missed, Knight Bruce, L. J., rather 
facetiously, as was his wont, avoided the 
difficulty thus : "All the queen's sub- 
jects have a right, if they will, to man- 
ufacture and sell pickles and sauces, and 
not the less that their fathers have done 
so before them. All the queen's sub- 
jects have a right to sell them in their 
own name, and not the less so that they 
bear the same name as their father ; and 
nothing else has been done in that which 
is the question before us. * * * He 
(the defendant) carries on business un • 
der his own name, and sells essence of 
anchovy as ' Burgess's Essence of An- 
chovy,' which it is. * * * The only 
ground of complaint is the great celeb- 
rity which, during many years, has 
been possessed by the elder Mr. Bur- 
gess's essence of anchovy. That does 
not give him such exclusive right, such 
a monopoly, such a privilege, as to 
prevent any man from making essence 
of anchovy and selling it under his 
own name." It should be added that 
the vice chancellor, though he refused 
to restrain the defendant from sell- 
ing the same under the name of ' ' Bur- 
gess," had granted the injunction stop- 
ping the defendant from appending to 
the description the words ' ' late of 1 07 
Strand," the original place of business 
and where the plaintiff still continued 
the business. Thus the sting was taken 



out of the case before it went up to the 
Court of Appeal, the disuse of words 
thus indicating the defendant to be the 
same man and conducting the same bus- 
iness as " late of 107 Strand" being en- 
joined in the decree. 

In James v. James, L. R., 13 Eq. 
421, it was held by Lord Eomilit, 
M. R., that " any person who has, with- 
out the use of unfair means, become 
acquainted with the mode of compound- 
ing a secret unpatented medicine or 
preparation, may, after the death of the 
original discoverer, make and sell the 
compound, describing it by the name of 
the discoverer, proyided he does not lead 
the public to suppose that his preparation 
is the manufacture of the successors in 
business of the original discoverer ; but 
he must not assert that his is the only 
genuine article, or suggest that the arti- 
cle manufactured by the successors of 
the original discoverer is spurious." 

In Massam v. Thorley's C. F. Co., 6 
Ch. Div. 574, it was held by Malins, 
V. C, that " any person who has be- 
come acquainted with the process of 
manufacturing an article which is in gen- 
eral secret, is entitled to manufacture it ; 
and if the name of the first manufacturer 
has become attached to the article, any 
person afterwards manufacturing is enti- 
tled to describe it by the name of such 
original manufacturer, and if he happens 
to be of the same name as the original 
manufacturer he may use his name in 
describing his business, or allow it to be 
used by a company formed by him for 
the purpose of carrying on the business, 
notwithstanding that the manufacturers 
continue to carry on the old manufacture 
under the old name." This decision 
seems to be in accord with that of Bur- 
gess v. Burgess, supra. 

In Cheavin v. Walker, 5 Ch. Div. 
850, S. Cheavin and his son G. Cheavin 
manufactured and sold fllterers which had 
been patented by the father, under the 
title and marked with the label as " S. 
Cheavin's Improved Patent Gold Medal 
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Self-cleaning Rapid Water Filterers." 
After the father died and the patent 
expired, G. Cheavin substituted his 
name in the place of his father's, and 
continued the manufacture and sale 
under that name, above which was a 
medallion containing the royal arms, 
surmounted by the words ' ' Her 
Majesty's Royal Letters Patent." The 
defendant, who had been in the employ 
of G. Chcavin, began manufacturing 
and selling in the same town on his 
own account filtcrers similar in appear- 
ance to G. Cheavin' s, and inscribed 
with " S. Cheavin's Patent Prize Medal 
Self-cleaning Rapid Water Eilterers, Im- 
proved and Manufactured by Walker, 
Brightman & Co. ;" and it was held by 
the Court of Appeal, reversing the vice- 
chancellor's decision, "First, that the 
label used by the plaintiff was not a 
trade-mark, but only a description of 
the article as made according to S. 
Cheavin's patent, which, having ex- 
pired, was common to all the public. 
Secondly, that there was nothing in the 
defendant's label calculated to mislead 
the public by a fraudulent imitation of 
the plaintiff's label. Thirdly, that the 
plaintiff's label, coupled with the medal- 
lion of the royal arms, constituted a 
false representation that the patent was 
still existing, and disentitled the plain- 
tiff to relief by injunction." 

With respect to label. In Farina v. 
Silverlock, 6 l)e Gex,.M. & G. 214, it 
was held by. lord Chancellor Cban- 
wokth that " in a case where the mark 
consisted of a label in a certain form, 
and it was shown that in very many 
instances labels the same as or similar 
to it might be sold for a legitimate pur- 
pose, the court, in the absence of any 
proof of actual fraud, refused to re- 
strain the printing and sale of such 
labels until the manufacturer, who al- 
leged that they were use I for a fraudu- 
lent purpose, had established his case by 
an action at law." 

Numerous English cases might be 



cited to the effect that an injunction 
ought not to be granted, it not being 
perfectly clear that the plaintiff had a 
legal right to the mark of which it was 
alleged that the defendant's was a false 
representation. See Spottiswoode v. 
Clark, 10 Jur. 1043. Especially where 
the plaintiff is himself seeking to de- 
ceive the public: Pidding v. How, 8 
Simons 4 77 ; Motley v. Downman, 3 
My. & Cr. 1 ; Clark v. Freeman, 
11 Beav. 112; Flavetl v. Harrison, 17 
Jur. 368 ; Perry v. Trueffitt, 6 Beav. 66. 
In Marshall v. Plnkham, 52 Wis. 
572 (1881), Cassaday, J., delivered 
the opinion of the court, that the pro- 
per name of the manufacturer of an 
article cannot be made a trade-mark so 
as to prevent any other manufacturer 
from affixing such name to a similar 
article made and sold by him, where no 
unfair means are used to mislead pur- 
chasers into a belief that such article is 
manufactured by the person who first 
sold and continues to sell a like article 
under that name. " A trade-mark," 
says Cassaday, J., " performs a dis- 
tinctive office. As such its use may be 
protected by the courts. But this does 
not authorize a monopoly upon frag- 
ments of the language, nor the exclu- 
sive appropriation of words in common 
use descriptive of common objects and 
qualities. It has often been decided 
that words which are merely descriptive 
of the kind, nature, style, character or 
quality of the goods or articles sold can- 
not be exclusively appropriated and pro- 
tected as a trade-mark." 

He then proceeds to cite Caswell v. 
Davis, 58 N. Y. 223, where it was held 
that " words or phrases of common use, 
and which indicate the character, kind, 
quality and composition of an article of 
manufacture, cannot be appropriated by 
the manufacturer exclusively to his own 
use as a trade-mark." 

To the same effect he cites Taylor v. 
Gillies, 59 N. Y. 331. Also, Canal Co 
v. Clark, 13 Wall. 311 ; Perry v. True- 
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fitt, 6 Beav. 66 ; Corwin v. Daly, 7 
Bosw. 222 ; Williams v. Johnson, 2 Id. 
1 ; Amoskeag Manuf. Co. v. Spear, 2 
Sandf. (S. C.) 599 ; Fetridge v. Wells, 
13 How. Pr. 387-8; Partridge v. 
Menclc, 2 Barb. Ch. 101 ; Popham v. 
Cole, 66 N. Y. 69. "From these 
authorities," he continues, "it is evi- 
dent that the words ' Rheumatic Lini- 
ment,' 'Celebrated Liniment,' and the 
other words in the label in question, de- 
scriptive of the liniment sold, could not 
be appropriated as a trade-mark." 

Mr. Browne, in his treatise, thus 
states the rule : ' ' The right to the use 
of the mark must be exclusive of all 
other persons. A trade-mark is an 
emblem of a man just as much as his 
written signature, and is used to denote 
that an article of merchandise has been 
made by a certain person, or that it has 
been sold or offered for sale by him. If 
the same mark were to be used by differ- 
ent persons for the same species of goods, 
it would lead to inextricable confusion, 
and its true and legitimate purpose 
would be overthrown, for then it would 
lack the essential element of an indica- 
tion of origin or ownership :" Sect. 
303. 

In the Wisconsin case of Marshall v. 
Pinkham, supra, the subject of the ex- 
clusive use of a proper name of the 
manufacturer of an article is elaborately 
and exhaustively discussed in the opin- 
ion delivered by Mr. Justice Cassaday, 
and the cases we have referred to are 
ably commented on. In that case the 
label described the manufactured article 
as " Old Dr. S. Marshall's Celebrated 
Liniment," and contained other words 
and a vignette, &c. No unfair means 
had been resorted to by the defendant to 
mislead purchasers into a belief that the 
article sold by him was manufactured 
by the person who first sold and con- 
tinue to sell a like article under that 
name. 

" It seems to be the office of a trade- 
mark to point out the true source, origin 



or ownership of the goods to which the 
mark is applied, or to point out and 
designate a dealer's place of business, 
distinguishing it from the business local- 
ity of other dealers. Such is substan- 
tially the rule laid down by many 
authorities." Per Cassaday, J. Dun- 
bar v. Glenn, 42 Wis. 118; Gillott v. 
Esterbrook, 48 N. Y. 374 ; Amoskeag 
Manuf. Co. v. Spear, supra; Fetridge 
v. Wells, supra; Barrows v. Knight, 6 
R. I. 434 ; Filley v. Fassett, 44 Mo. 
168 ; Boardman v. Meriden Bntannia 
Co., 35 Conn. 402. "The words 
'Marshall's Liniment,' 'Marshall's 
Rheumatic Liniment,' ' Marshall's Cele- 
brated Liniment,' ' Old Dr. S. Mar- 
shall's Celebrated Liniment,' used in 
the various labels before us," continues 
the learned judge, "could only there- 
fore be protected as trade-marks in so 
far as they pointed out Marshall or old 
Dr. S. Marshall as the true originator 
or owner of the liniment to which fhey 
were attached." Further on the learned 
judge remarks : "It would also seem 
to follow, from the cases cited, that on 
the death of old Samuel Marshall (as- 
suming that no one succeeded to the 
good will or the business), any citizen 
would have the legal right to manufac- 
ture liniment composed of the same 
ingredients and made in the same way 
as he manufactured that sold by him, 
and also in making sales, to describe it 
as such. Upon that assumption the 
words 'Old Dr. S. Marshall's Cele- 
brated Liniment' were merely descrip- 
tive of the compound, and if truth- 
fully applied by the defendant in 
making sales, no one could rightly 
complain, as no one had any patent 
upon it or exclusive right to the use of 
any words which aptly described it. 
Upon his death, with no successor to 
the good will of his business, those 
words would cease to indicate origin 
or ownership, and hence cease to he a 
trade-mark." 
In the principal case the court has gone 
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the length of deciding that a trade- name 
may be assigned to a successor firm, 
which thereby obtains the same rights in 
said name as its predecessor had. The 
peculiarity in this case is that the pro- 
prietors of the trade-name in question 
were not the manufacturers of the ar- 
ticle to which it was affixed, but simply 
agents for the United States for the sale 
of an article manufactured by Low, Son 
and Haydon, of London, England. For 
the sale of the latter's Brown Windsor 
Soap, they made a contract by which Low 
& Co. agreed to countersign each packet 
of said soap exclusively designed for the 
said agents, with the name "Howard, 
Sanger & Co." in the form of the sig- 
nature of the said firm. That firm was 
the exclusive owner of this name. " It 
had," in the words of Daniels, J., 
"a property in it which no other person 
without its consent, not having the same 
name, could either deprive it of or use 
in trade to the disadvantage or injury 
of the firm whose name it was. It was 
an element of property, inasmuch as it 
became identified with its trade, which 
it was entitled exclusively to use and 
enjoy as long as no other concern hav- 
ing the same name appeared to challenge 
that exclusive right :" Phelan v. Collen- 
der, 6 Hun 244 ; Devlin v. Devlin, 69 
N. Y. 212 ; Bell v. Locke, 8 Paige 75 ; 
Meneebj v. Meneely, 62 N. Y. 427. 
The name could not be said, as in the 
case of Lea $■ Perrins v. Deahin, V. S. 
O. C, Illinois N. L\, 18 Am. Law 
Reg. (N. S.) 322, to have become gen- 
eric. In that case Judge Dkttmmokd 
refused to restrain the use of the word 
" Worcestershire," as applied to a sauce, 
not only on the above ground, but be- 
cause persons residing at a place of that 
name in England, and who there manu- 
factured and sold the sauce, did not 
thereby acquire the exclusive use of the 
name as a trade-mark. An injunction 
had previously been refused by Sir 
George Jjsssbl, Master of the Rolls, 
from whose decree (18761 no appeal 



was lodged. On the contrary, it appears 
to have been acquiesced in. 

The remarkable feature in the principal 
case, consists in the fact that there was 
no attempted injunction as to the manu- 
factured article itself, the same soap 
being supplied to both parties alike. 
There was no attempt on the part of 
the defendants to pass off their goods as 
those of the plaintiffs, and therefore it is 
that the defendants were only enjoined 
to discontinue the use of the plaintiffs' 
wrappers, with the name of Howard, 
Sanger & Co. upon them, which had 
been furnished them through a breach 
of the contract between the manufac- 
turers of the soap and the plaintiffs. 
The plaintiffs, as the court observed, 
were not entitled to restrain the defend- 
ants from either purchasing the soap 
from these manufacturers or selling it 
again in the course of their business. 
Neither could they be required to sur- 
render the wrappers in which the soap 
had been packed. The proprietary 
rights of the plaintiffs had been vio- 
lated in the delivery of the packages of 
soap sold to the defendants with the 
plaintiffs' name on such packages. 
Originally the defendants were actu- 
ated by no improper motives, rightly 
supposing that the name of plaintiffs had 
been used with authority by the manu- 
facturers. But when notified that the 
plaintiffs were entitled to the exclusive 
use of that name they should have de- 
sisted from selling the soap counter- 
signed with the name of the agency. 
In the case of the Singer Manuf. Co. v. 
Loag, supra, James, L. J., remarked: 
" I am of opinion that there is no such 
thing as a monopoly or a property in 
the nature of a copyright, or in the 
nature of a patent, in the nse of any 
name. Whatever name is used to desig- 
nate goods, anybody may use that name 
to designate goods ; always subject to 
this, that he must not, as I said, make 
directly, or through the medium of an- 
other person, a false representation that 
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his goods are the goods of another per- 
son. That I take to be the law. I am 
of opinion that the label was calculated 
to deceive, and was calculated to make 
a false representation as between some- 
body who did not know who the real 
manufacturer was and bis vendor." 
This, however, could not be said of the 
principal case. The label, in that case, 
was the same and the manufactured 
article the same. 

Let us see how far Lush, L. J., en- 
dorses the sentiments of Lord Justice 
James : "We are not dealing with the 
validity of a patent. The plaintiffs 
have no monopoly in the manufacture 
of sewing machines ; the patents which 
they had expired some years ago, and it 
is now open to all the world to make the 
identical machines which they make, and 
to imitate theirs in every particular. Nor 
have they any right of property in the 
name " Singer," in the sense in which 
they seek to use it, namely, in the sense 
that they can restrain every competitor 
from using the word ' ' Singer' ' as de- 
scriptive of the kind of machine, how- 
ever he may qualify or explain it. 
What they have a right to require is 
that which is common to every manufac- 
turer of goods, namely, that no com- 
petitor shall be at liberty to attempt to 
put off goods of his own manufacture as 
being goods of the manufacture of an- 
other. That is the right which they 
have, and no other; and the question 
here is, has the defendant, in his mode 
of carrying on his business, represented 
in any way to those who buy his ma- 
chines that they are buying the machines 
which are the manufacture of the Singer 
Manufacturing Company ? If he has, 
then he is guilty of a fraud towards the 
buyer, because upon that supposition he 
has misled the buyer, and he has at the 
same time been guilty of a fraud to- 
wards the Singer Manufacturing Com- 
pany, because upon the same hypothesis 
he has deprived them of a customer ; 
but if he has not, it does not signify 



that he has sold identically the same 
machines, or that he has put a name 
upon them which is the same name they 
use, if he takes care that he does not 
so use that name or word as to convey 
to the buyer the meaning that they have 
been manufactured by that other com- 
pany." 

In the principal case, if the plain- 
tiffs endeavored to convey by the labels 
marked with their name that they 
were the manufacturers of the soap in 
question they were themselves deceiving 
the public, and would have had no title 
to relief in equity. It might have been 
an innocent deception, as they obtained 
and sold the real article, but it was an act 
that might at any time be seriously per- 
verted. The defendants appear to have 
proceeded one step more by using the 
plaintiffs' labels, as supplied them by 
the manufacturers, and thereby, how- 
ever innocently, doubly deceived the pub- 
lic, but without inflicting public injury, 
for like the plaintiffs, they sold the real 
article, " Low's Brown Windsor Soap." 
Doubtless the plaintiffs were damni- 
fied by the loss of customers consequent 
upon this division of trade. But quere 
whether that alone is sufficient upon 
which to ground an injunction to discon- 
tinue the use of the labels or wrappers 
supplied by the manufacturers of their 
own accord and spontaneity ? What 
had the defendants to do with the 
breach of contract on the part of the 
manufacturers as against the plaintiffs ? 
The plaintiffs had their remedy for such 
breach. The public was not damnified, 
but the rather benefited by the compe- 
tition. The object of the plaintiffs had 
been to establish a monopoly by enter- 
ing into an agreement with the manu- 
facturers in London to supply them up 
the 1st April 1881 with all the soap 
which should be sold in the United 
States ; and when it should be supplied 
for sale the wrapper containing it was 
to be countersigned with the name of 
Howard, Sanger & Co. As Howard, 
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Sanger & Co. were not the manufac- 
turers, if such counter-signature meant 
anything it meant that they were the 
sole agents in the United States for 
such manufacturers, but surely the 
defendants were not responsible for 
the breach of faith on the part of the 
manufacturers. If, however, such was 
not the interpretation to be put upon 
the counter-signature, then the plaintiffs 
were guilty of a pious fraud upon the 
public by leaving such a question open 
to a doubtful inference, when the words 
" sole agents" would have removed all 
ambiguity. The lack of such explana- 
tory words would seem to identify them 
with the manufacture itself, and the de- 
fendants can scarcely be blamed for 
accepting the same label gratuitously 
and spontaneously furnished them by 
the manufacturers themselves. It would 
almost seem as if the plaintiffs had over- 
reached themselves in their eagerness 
to monopolize the trade in this article, 
and that their real remedy was for 
breach of contract against the manu- 
facturers rather than by injunction to 
restrain the use of that which had not 
damnified the public or the manufac- 
turer, however it might have affected 
the profits of the plaintiffs in dividing 
with them the credit of a position of 
ambiguous inference, in the one case the 
subject of special agreement, and in the 
other of ordinary mercantile arrange- 
ment between manufacturers and their 
agents, leaving the former to label their 
packets as they thought fit. 

In the Superior Court of Cincinnati 
(Singer Manuf. Co. v. Brill, not yet re- 
ported), the court, Foraker, J., after 
referring to the opinion of the lord 
chancellor expressed in the House of 
Lords in the case of Singer v. Wilson, 
supra, enjoined defendant from using 
the name ,; Singer," either alone or in 
combination with other words, in adver- 
tisements of his machine, and from sell- 
ing sewing-machines having the external 
appearance, shape or ornamentation of 
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the machines of plaintiffs' manufacture. 
The court, in the course of its opinion, 
propounded the following query : ' ' Can 
there be infringement of a trade name 
by merely advertising an article by the 
name * * * without selling or offer- 
ing it with the name attached ? 

' ' However it may be in the case of a 
trademark, as distinguished from a trade 
name, I am satisfied both upon reason 
and authority that there may be infringe- 
ment in that way of a trade name. 
' I don't know how I can better show 
this authority and the reason of it than 
by quoting from the opinion of the lord 
chancellor in the case of Singer v. Wil- 
son, L. K., 3 App. Cases 389, where 
he says, speaking upon this point : 
' My lords, I am unable to see that 
this makes any difference in point of 
principle. It may well be that if an 
imitated trademark is attached to the 
article manufactured, there will, from 
that circumstance, be the certainty that 
it will pass into every hand into which 
the article passes, and be thus a contin- 
uing and ever present representation 
with regard to it ; but a representation 
made by advertisements that the articles 
sold at a particular shop are articles 
manufactured by A. B. (if that is the 
legitimate effect of the advertisements, 
which is a separate question) must, in 
my opinion, be as imperious in principle, 
and may possibly be quite as injurious in 
operation, as the same representation 
made upon the articles themselves.' 

" The next question here presented is 
that suggested by the parenthetical sen- 
tence of the lord chancellor, as above 
quoted, viz. : What is the effect of the 
advertisements made by the defendant ?" 
Foraker, J., then proceeds to deal 
with the defendant's advertisements and 
arrives at the conclusion that the plain- 
tiffs right of property in the word " Sin- 
ger," as a trade name, had been in- 
fringed by the defendant. 

In Morgan, Sons $• Co. v. Troxell et 
al., Sup. Ct. of N. Y., Gen. Term, be- 
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fore Davis, C. J., Beady and Bar- 
rett, JJ., 23 Hun 639, Barrett, J., 
says, expressing the opinion of the court, 
" A trademark is not necessarily limited 
to a device or name. The true rule is 
well stated in the late English case of 
Mitchell v. Henry, 43 L. T. R. (N. S.) 
1 86. In that case Lord Justice James 
observed, ' the Master of the Rolls seems 
to me to have considered that when he 
had satisfied himself, on the examination 
of the things before him, that the twisted 
thread in the defendant's selvage was 
in a position different from that of the 
plaintiffs, and that the plaintiffs sel- 
vage could not be said to be white, then 
that determined the question. I am 
bound to say that to me the question is 
not whether the selvage is white, but whe- 
ther it was what the trade knew as white 
selvage; whether anybody connected with 
the trade could have any doubt whatever 
as to what was meant by white selvage. 
Then it is not at all conclusive to my 
mind whether the position of the de- 
fendants is the same or different from 
the position of the plaintiffs. It resolves 
itself into the old question, which has 
always been the question to be deter- 
mined in these cases — are the defendants, 
not in words, but by acts and by some- 
thing on the face of the articles, repre- 
senting their goods as being the goods 
of the plaintiffs? That is to say, are 
they using something which is calculated 
to pass off their goods as the goods of 
the plaintiffs V 

"It all comes to this," continues 
Judge Barrett, " as was 6aid in Perry 
v. Truefitt, 6 Beav. 66, ' a man is not 
to sell his goods under the pretence that 
they are the goods of another.' The law 
does not limit the form of the pretence ; 
that depends upon the facts of each 
particular case." We are, we con- 
fess, unable to discover in what respect 
the defendants in the principal case pre- 
tended that the goods they sold were 
the goods of another other than the 
manufacturer, or that by anything on 
the face of the articles, they represented 



their goods as being the goods of the 
plaintiffs. They simply represented them 
as what they were, viz., the goods or 
articles manufactured by Low, Son & 
Haydon, of London, England, and, it 
might be added, the same as sold in the 
United States by the plaintiffs, as veri- 
fied by the counter signature of their 
name of "Howard, Sanger & Co." im- 
pressed on a wrapper supplied by the 
manufacturers themselves to the defend- 
ants, who were at the trial wholly ignor- 
ant of any contract of an exclusive char- 
acter between the manufacturers and the 
plaintiffs, and held no other relation to the 
transaction than that of purchasers from 
the same manufacturers of the same arti- 
cle as that which the plaintiffs themselves 
had purchased from the same source, 
with the same label affixed by the man- 
ufacturers in both instances, without any 
collusion on the part of the defendants. 
As was observed by the court, " The 
facts that have been found will probably 
require no further trial of this action for 
the purpose of determining the rights of 
the parties." And as the injunction 
simply prohibits the sale of the soap by 
the defendants with the name of Howard, 
Sanger & Co. upon the packages, the 
case is scarcely likely to be carried fur- 
ther, the object of the public being to ob- 
tain the genuine article from the manu- 
facturers Low, Son & Haydon, leaving 
them to settle their difference with How- 
ard, Sanger & Co., on the question of 
breach of contract. As that contract 
expired on 1st April 1881, the trade in 
the soap in question may henceforth pro- 
bably be considered as open to all who 
desire to engage in it as agents in the 
United States for the manufacturers of 
that article, each agent appending, if he 
sees fit, his own name or counter-signa- 
ture to the packages received from the 
manufacturers. To this arrangement 
the consent of the manufacturers may be 
deemed a foregone conclusion, even if 
such consent were indispensable. 

Hugh Weiqhtman. 
New York. 



